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DETAILED ACTION 



Specification 

1 . The specification has not been checked to the extent necessary to determine 
the presence of all possible minor errors. Applicant's cooperation is requested in 
correcting any errors of which applicant may become aware in the specification. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 
163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to overcome an 
actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 



2. Claims 26, 27, and 37 are provisionally rejected under the judicially 
created doctrine of double patenting over Claims 1, 21, 30, 33, and 43 of 
copending Application No 09/705,252. 

This is a provisional double patenting rejection since the conflicting claims 
have not yet been patented. The subject matter claimed in the instant application 
is fully disclosed in the referenced copending application and would be covered 
by any patent granted on that copending application since the referenced 
copending application and the instant application are claiming common subject 
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matter, as follows: creating a wish list by scanning items with a handheld device, 
transferring stored item information in the handheld devices internal memory to a 
database, providing a web site that allows buyers to search and view the wish 
list, notifying buyers of the existence of the wish list. 

Furthermore, there is no apparent reason why applicant would be prevented 
from presenting claims corresponding to those of the instant application in the 
other copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 
(CCPA 1 968). See also MPEP § 804. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and was published 
under Article 21(2) of such treaty in the English language. 

3. Claims 26, 32, and 33 are rejected under 35 USC 102(e) as being 
anticipated by LeRoy (patent number 5,970,474). 

LeRoy teaches all the limitations of Claims 26, 32, and 33. For example, 
LeRoy discloses a system and method of shopping in a physical retail location 
and online, creating a wish list by a registrant who may either scan product 
selections while physically in a store or create the wish list online (e.g. from 
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home), and customers making actual purchases on behalf of the registrant based 
on the registered wish list (see at least abstract; col. 1, line 13 through col. 2, line 
10). LeRoy further discloses: 

• Providing a database and a handheld data entry unit including internal 
memory: Database coupled to a computer server: (see at least Fig. 1 (15, 
30); col. 3, lines 23-34; col. 4, line 62; col. 7, lines 35-57). 

• Storing item information (in handheld unit memory: Handheld unit with 
internal memory to scan physical items: (see at least col. 5, lines 52-55). 

• Uploading lists from the internal memory of the handheld unit to the 
database: (see at least Fig. 1 (15); col. 6, lines 39-67). 

• Creating a wish list of items: storing wish list in database: registrant 
selects desired items (please note examiner's interpretation: creating a list 
of desired items is a wish list); associates scanned items with registry ID; 
registrant login requiring username and password (see at least Fig. 2 (R2); 
col. 2, lines 19-22; col. 7, lines 42-44 col. 9, lines 53-61). 

• Providing a web site that allows a buyer to search for an view the wish list: 
registrant uses a web site to create one or more wish lists (please note 
examiner's interpretation: the registrant creates one or more lists of 
desired items to be purchased by others (e.g. wedding, birthday) (see at 
least col. 1, lines 14-17; col. 6, lines 27-33). 
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• Associating a member with scanned items: customer (please note: 

"member" is defined by Applicant as a buyer) scans items on a registrant's 
wish list (see at least col. 5, line 10 through col. 6, line 67). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

4. Claims 1-6, 8-10, 12, 13, 15, 19-21, 24, 25, 58-61, 63-65, and 67-69 are 
rejected under 35 USC 103(a) as being unpatentable over LeRoy (patent 
number 5,970,474), in view of Robertson (patent number 6,609,106), further 
in view of Official Notice (regarding well within the skill hereinafter referred 
toas"ON1"). 

LeRoy teaches a system and method of shopping in a physical retail location 
and online, creating a wish list by a registrant who may either scan product 
selections while physically in a store or create the wish list online (e.g. from 
home), and customers making actual purchases on behalf of the registrant based 
on the registered wish list (see at least abstract; col. 1, line 13 through col. 2, line 
1 0). LeRoy further teaches: 
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• Providing a database and a handheld data entry unit including internal 
memory: Database coupled to a computer server: (see at least Fig. 1 (1 5, 
30); col. 3, lines 23-34; col. 4, line 62; col. 7, lines 35-57). 

• Storing item information (in handheld unit memory: Handheld unit with 
internal memory to scan physical items: (see at least col. 5, lines 52-55). 

• Uploading lists from the internal memory of the handheld unit to the 
database: (see at least Fig. 1 (15); col. 6, lines 39-67). 

• Creating a wish list of items: storing wish list in database: registrant 
selects desired items (please note examiner's interpretation: creating a list 
of desired items is a wish list); associates scanned items with registry ID; 
registrant login requiring username and password (see at least Fig. 2 (R2); 
col. 2, lines 19-22; col. 7, lines 42-44 col. 9, lines 53-61). 

• Providing a web site that allows a buyer to search for an view the wish list: 
registrant uses a web site to create one or more wish lists (please note 
examiner's interpretation: the registrant creates one or more lists of 
desired items to be purchased by others (e.g. wedding, birthday). The 
mere act of exposing the wish list to others via the gift registry system 
converts the wish list into a buy list from the perspective of others viewing 
the information who want to use the list to buy one or more items for the 
registrant) (see at least col. 1, lines 14-17; col. 6, lines 27-33). 

LeRoy teaches all the above as noted under the 103(a) rejection and teaches 
a) a registrant creating and storing a wish list in an online gift registry, b) buyers 
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purchasing items online on behalf of a registrant from a list stored in the online 
gift registry, and c) extensive use of communication and computer technology to 
help a registrant create a buy list for buyers to use on behalf of the registrant, but 
does not specifically disclose creating an access mechanism that notifies 
selected buyers of the existence of one or more of the wish list. Robertson 
teaches an online gift registry and notification method to registrants and buyers, 
registrants creating wish lists and buyer distribution lists used to route email 
messages to the registrant's buyers, and distribution based on events (see at 
least abstract; Fig. 1, 40, 50, 60, 70); Fig. 20a-c; Fig. 25 (400); Fig. 27 (475); col. 
22, lines 14-19). Therefore it would have been obvious to one of ordinary skill in 
the art at time of the invention to modify the method of LeRoy to include 
transmitting a message to a buyer listed in a distribution list based on an event 
as taught by Robertson, in order for a buyer to be made aware that buy lists 
exists for events, and thereby attract buyers to the online gift registry service. 

LeRoy teaches all the above as noted under the 103(a) rejection and teaches 
but does not disclose associating a plurality of member identification numbers 
with one registered user. Robertson teaches the registrant creating a distribution 
list containing a plurality of individuals associated with the registrant, and using 
email to notifying each individual on a distribution list (please note examiner's 
interpretation: email address of each individual on the distribution list represents 
a number that identifies the individual) (see at least Fig. 27 (475); col. 22, lines 
14-1 9). Therefore it would have been obvious to one of ordinary skill in the art at 
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time of the invention to modify the method of LeRoy to implement a distribution 
list containing individuals associated with a registrant as taught by Robertson, in 
order to associate a plurality of individuals with a user who would be interested in 
the user's wish list, and thereby generate sales for the online service. 

LeRoy and Robertson teach all the above as noted under the 103(a) rejection 
and teach a) scanning items with a portable scanner in the physical retailer that 
stores registrant gift registry selections in the portable scanner, and b) registrants 
physically moving about a store to make selections, but do not disclose 
registering after scanning items. It would have been obvious to one of ordinary 
skill in the art at time of the invention to modify LeRoy and Robertson to disclose 
registering after scanning, since it is well within the skill to ascertain that 
accepted retail business practices allow potential gift registry registrants to 
physically collect item information in a store prior to registering, in order to allow 
a potential registrant an opportunity to determine whether the retailer's goods are 
suitable to the potential registrant's wish list. 

5. Claims 7 and 62 are rejected under 35 USC 103(a) as being unpatentable 
over LeRoy (patent number 5,970,474), Robertson (patent number 
6,609,106), and ON1 (regarding well within the skill), as applied to Claims 1 
and 58, further in view of Official Notice (regarding well within the skill 
hereinafter referred to as "ON2"). 
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LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teaches a) an item stock number and the division (please note 
examiner's interpretation: organizational unit of a store) associated with the stock 
number, b) the system serving multiple retail locations, c) buying at a store 
location different from the store the item was scanned, but does specifically 
disclose determining or identifying the physical retailer or location. It would have 
been obvious to one of ordinary skill in the art at time of the invention to modify 
the method of LeRoy, Robertson, and ON1 to disclose a store location for the 
retailer associated with an item stock number, since it is well within the skill to 
ascertain that buyers desiring to purchase an item from the wish list need to 
know where the item can be found, and thereby increase sales because buyers 
can locate the item(s) to purchase. 

6. Claims 11, 14, and 66 are rejected under 35 USC 103(a) as being 
unpatentable over LeRoy (patent number 5,970,474), Robertson (patent 
number 6,609,106), and ON1 (regarding well within the skill), as applied to 
Claims 1, 8, and 58, further in view of Official Notice (regarding well within 
the skill hereinafter referred to as "ON3"). 

LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teach a) requiring the user to use a gift registrant ID and password 
to access a secured user profile information and wish lists, and b) buyer's 
accessing a user's wish list using the user gift registrant ID or name search 
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(please note examiner's interpretation: requiring a gift registrant ID or registrant 
name search implements a level of secure access), but do not disclose requiring 
the buyer to enter a password to access a private wish list. It would have been 
obvious to one of ordinary skill in the art at time of the invention to modify LeRoy, 
Robertson, and ON1 to disclose the buyer accessing a private wish list using a 
password, since it is well within the skill to ascertain that requiring a password is 
another implementation of secure access. 

7. Claim 16 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), Robertson (patent number 6,609,106), 
and ON1 (regarding well within the skill), as applied to Claim 15, further in 
view of Schwartz et al. (patent number 5,913,032 hereinafter referred to as 
"Schwartz"). 

LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teach sending emails to buyers on a distribution list, but do not 
disclose choosing buyers from an address book. Schwartz teaches electronic 
address books as simplifying the email process, and further teaches choosing 
email recipients from an address book to populate distribution lists (see at least 
abstract; col. 13, line 32 through col. 14, line 33). Therefore it would have been 
obvious to one of ordinary skill in the art at time of the invention to modify LeRoy, 
Robertson, and ON1 to choose email recipients from an address book as taught 
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by Schwartz, in order to simplify email processing by the registrant, and thereby 
attract registrants to the service. 



8. Claim 17 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), Robertson (patent number 6,609,106), 
and ON1 (regarding well within the skill), as applied to Claim 15, further in 
view of Official Notice (regarding well within the skill hereinafter referred to 
as "ON4"). 

LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teach or suggest a) issuing an email notification to the user 
including a embedded link that takes the user directly to preferred web site 
(please note: a hyperlink) (see at least Fig. 7 (190); col. 15, lines 19-25), b) 
issuing an email to a buyer on a user's distribution list, and c) requiring a buyer to 
use a password to access a private wish list, but do not disclose embedding the 
password in a hyperlink. It would have been obvious to one of ordinary skill in the 
art at time of the invention to modify LeRoy, Robertson, and ON1 to disclose 
embedding the password in a hyperlink, since it is well within the skill to ascertain 
the service wants the notified buyer to go directly to the user's wish list in order to 
make a purchase from the wish list, and thereby provide the buyer a shopping 
convenience. 
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9. Claim 18 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), Robertson (patent number 6,609,106), 
and ON1 (regarding well within the skill), as applied to Claim 1, further in 
view of Wireless Data News (PTO-892, Item: U hereinafter referred to as 
"WDA"). 

LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teach wireless scanning of items, but do not disclose other input 
devices comprising a wireless telephone and a personal digital assistant. WDA 
teaches a) a wireless handheld scanning terminal, b) the Wireless Application 
Protocol (WAP) used for mobile communications and accessing Internet services 
using cellular phones, and c) a handheld computing device (e.g. palm-size 
device with keyboard and screen to help deaf or hard-of-hearing users 
communicate interactively) (please note examiner's interpretation: a PDA 
providing the user a computing convenience) (U: see at least pages 1 and 2). 
Therefore it would have been obvious to one of ordinary skill in the art at time of 
the invention to modify the system of LeRoy, Robertson, and ON1 to provide a 
group of input devices as taught by WDA, in order to accommodate a variety of 
input devices, and thereby provide a shopping convenience. 



10. Claims 22 and 23 are rejected under 35 USC 103(a) as being 

unpatentable over LeRoy (patent number 5,970,474), Robertson (patent 
number 6,609,106), ON1 (regarding well within the skill), as applied to Claim 
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1, further in view of Official Notice (regarding well within the skill 
hereinafter referred to as "ON5"). 

LeRoy, Robertson, and ON1 teach all the above as noted under the 103(a) 
rejection and teach a) retailers providing merchandise for gift registry buyers, b) 
organizing wish lists by events (e.g. birthdays), and c) using icon tabs to 
organized information by events, but do not specifically disclose wish lists 
organized by specific retailers. It would have been obvious to one of ordinary skill 
in the art at time of the invention to modify the system of LeRoy, Robertson, and 
ON1 to organize wish lists by specific retailers, since it is well within the skill to 
ascertain that specific retailers promote events with special pricing (e.g. 
Washington/Lincoln's birthday), and thereby provide incentives to organize wish 
lists based on specific retailers. 

11. Claims 27 and 34 are rejected under 35 USC 103(a) as being 

unpatentable over LeRoy (patent number 5,970,474), in view of Robertson 
(patent number 6,609,106). 

LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
a) a registrant creating and storing a wish list in an online gift registry, b) buyers 
purchasing items online on behalf of a registrant from a list stored in the online 
gift registry, and c) extensive use of communication and computer technology to 
help a registrant create a list for buyers to use on behalf of the registrant, but 
does not specifically disclose creating an access mechanism that notifies 
selected buyers of the existence of one or more of the wish list. Robertson 
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teaches an online gift registry and notification method to registrants and buyers, 
registrants creating wish lists and buyer distribution lists used to route email 
messages to the registrant's buyers, and distribution based on events (see at 
least abstract; Fig. 1, 40, 50, 60, 70); Fig. 20a-c; Fig. 25 (400); Fig. 27 (475); col. 
22, lines 14-19). Therefore it would have been obvious to one of ordinary skill in 
the art at time of the invention to modify the method of LeRoy to include 
transmitting a message to a buyer listed in a distribution list based on an event 
as taught by Robertson, in order for a buyer to be made aware that buy lists 
exists for events, and thereby attract buyers to the online gift registry service. 

LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
associating a buyer with scanned items, but does not disclose associating a 
plurality of member identification numbers with one registered user. Robertson 
teaches all the above as noted under the 103(a) rejection and teaches the 
registrant creating a distribution list containing a plurality of individuals associated 
with the registrant, and further teaches using email to notify each individual on a 
distribution list (please note examiner's interpretation: email address of each 
individual on the distribution list represents a number that identifies the individual) 
(see at least Fig. 27 (475); col. 22, lines 14-19). Therefore it would have been 
obvious to one of ordinary skill in the art at time of the invention to modify the 
method of LeRoy to implement a distribution list containing individuals associated 
with a registrant as taught by Robertson, in order to associate a plurality of 
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individuals with a user who would be interested in the user's wish list, and 
thereby generate sales for the online service. 



12. Claim 28 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), in view of Official Notice (regarding well 
within the skill hereinafter referred to as "ON1"). 

LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
a) scanning items with a portable scanner in the physical retailer that stores 
registrant gift registry selections in the portable scanner, and b) registrants 
physically moving about a store to make selections, but do not disclose 
registering after scanning items. It would have been obvious to one of ordinary 
skill in the art at time of the invention to modify LeRoy to disclose registering after 
scanning, since it is well within the skill to ascertain that accepted retail business 
practices allow potential gift registry registrants to physically collect item 
information in a store prior to registering for one or more wish lists, in order to 
allow a potential registrant an opportunity to determine whether the unassigned 
retailer's goods are suitable to the potential registrant as wish list items. 



13. Claims 29-31 are rejected under 35 USC 103(a) as being unpatentable 
over LeRoy (patent number 5,970,474), in view of Official Notice (regarding 
well within the skill hereinafter referred to as "ON2"). 
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LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
a) an item stock number and the division (please note examiner's interpretation: 
organizational unit of a store) associated with the stock number, b) the system 
serving multiple retail locations, c) buying at a store location different from the 
store the item was scanned, but does specifically disclose determining or 
identifying the physical retailer or location. It would have been obvious to one of 
ordinary skill in the art at time of the invention to modify the method of LeRoy to 
disclose a store location for the retailer associated with an item stock number, 
since it is well within the skill to ascertain that buyers desiring to purchase an 
item from the wish list need to know where the item can be found, and thereby 
increase sales because buyers can locate the item(s) to purchase. 

14. Claim 35 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), in view of Robertson (patent number 
6,609,106), as applied to Claim 26, further in view of Official Notice 
(regarding well within the skill hereinafter referred to as "ON3"). 

LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
a) a registrant creating and storing a wish list in an online gift registry, b) buyers 
purchasing items online on behalf of a registrant from a list stored in the online 
gift registry, and c) extensive use of communication and computer technology to 
help a registrant create a buy list for buyers to use on behalf of the registrant, but 
does not specifically disclose creating an access mechanism that notifies 
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selected buyers of the existence of one or more of the wish list. Robertson 
teaches an online gift registry and notification method to registrants and buyers, 
registrants creating wish lists and buyer distribution lists used to route email 
messages to the registrant's buyers, and distribution based on events (see at 
least abstract; Fig. 1 , 40, 50, 60, 70); Fig. 20a-c; Fig. 25 (400); Fig. 27 (475); col. 
22, lines 14-1 9). Therefore it would have been obvious to one of ordinary skill in 
the art at time of the invention to modify the method of LeRoy to include 
transmitting a message to a buyer listed in a distribution list based on an event 
as taught by Robertson, in order for a buyer to be made aware that buy lists 
exists for events, and thereby attract buyers to the online gift registry service. 

LeRoy teaches all the above as noted under the 102(e) rejection and teaches 
but does not disclose associating a plurality of member identification numbers 
with one registered user. Robertson teaches all the above as noted under the 
103(a) rejection and teaches the registrant creating a distribution list containing a 
plurality of individuals associated with the registrant, and further teaches using 
email to notify each individual on a distribution list (please note examiner's 
interpretation: email address of each individual on the distribution list represents 
a number that identifies the individual) (see at least Fig. 27 (475); col. 22, lines 
14-19). Therefore it would have been obvious to one of ordinary skill in the art at 
time of the invention to modify the method of LeRoy to implement a distribution 
list containing individuals associated with a registrant as taught by Robertson, in 
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order to associate a plurality of individuals with a user who would be interested in 
the user's wish list, and thereby generate sales for the online service. 

LeRoy and Robertson teach all the above as noted under the 103(a) rejection 
and teach a) requiring the user to use a gift registrant ID and password to access 
a secured user profile information and wish lists, and b) buyer's accessing a 
user's wish list using the user gift registrant ID or name search (please note 
examiner's interpretation: requiring a gift registrant ID or registrant name search 
implements a level of secure access), but do not disclose requiring the buyer to 
enter a password to access a private wish list. It would have been obvious to one 
of ordinary skill in the art at time of the invention to disclose the buyer accessing 
a private wish list using a password, since it is well within the skill to ascertain 
that requiring a password is another implementation of secure access. 

15. Claim 36 is rejected under 35 USC 103(a) as being unpatentable over 
LeRoy (patent number 5,970,474), Robertson (patent number 6,609,106), 
and ON3 (regarding well within the skill), as applied to Claim 26, further in 
view of Official Notice (regarding well within the skill hereinafter referred to 
as "ON4"). 

LeRoy, Robertson, and ON3 teach all the above as noted under the 103(a) 
rejection and teach or suggest a) issuing an email notification to the user 
including a embedded link that.takes the user directly to preferred web site 
(please note: a hyperlink) (see at least Fig. 7 (190); col. 15, lines 19-25), b) 
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issuing an email to a buyer on a user's distribution list, and c) requiring a buyer to 
use a password to access a private wish list, but do not disclose embedding the 
password in a hyperlink. It would have been obvious to one of ordinary skill in the 
art at time of the invention to modify LeRoy, Robertson, and ON3 disclose 
embedding the password in a hyperlink, since it is well within the skill to ascertain 
the service wants the notified buyer to go directly to the user's wish list in order to 
make a purchase from the wish list, and thereby provide the buyer a shopping 
convenience. 

16. Claims 37, 38, 41-43, 46-48, 51-53, 55, and 56 are rejected under 35 USC 
103(a) as being unpatentable over LeRoy (patent number 5,970,474), in view 
of Robertson (patent number 6,609,106). 

LeRoy teaches a system and method of shopping in a physical retail location 
and online, creating a wish list by a registrant who may either scan product 
selections while physically in a store or create the wish list online (e.g. from 
home), and customers making actual purchases on behalf of the registrant based 
on the registered wish list (see at least abstract; col. 1, line 13 through col. 2, line 
10). LeRoy further teaches: 

• Providing a database and a handheld data entry unit including internal 
memory; Database coupled to a computer server:: (see at least Fig. 1 (15, 
30); col. 3, lines 23-34; col. 4, line 62; col. 7, lines 35-57). 
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• Storing item information (in handheld unit memory: Handheld unit with 
internal memory to scan physical items: (see at least col. 5, lines 52-55). 

• Uploading lists from the internal memory of the handheld unit to the 
database: (see at least Fig. 1 (15); col. 6, lines 39-67). 

• Creating a wish list of items: storing wish list in database: registrant 
selects desired items (please note examiner's interpretation: creating a list 
of desired items is a wish list); associates scanned items with registry ID; 
registrant login requiring username and password (see at least Fig. 2 (R2); 
col. 2, lines 19-22; col. 7, lines 42-44 col. 9, lines 53-61). 

• Providing a web site that allows a buyer to search for an view the wish list: 
registrant uses a web site to create one or more wish lists (please note 
examiner's interpretation: the registrant creates one or more lists of 
desired items to be purchased by others (e.g. wedding, birthday). The. 
mere act of exposing the wish list to others via the gift registry system 
converts the wish list into a buy list from the perspective of others viewing 
the information who want to use the list to buy one or more items for the 
registrant) (see at least col. 1, lines 14-17; col. 6, lines 27-33). 

LeRoy teaches all the above as noted under the 103(a) rejection and teaches 
a) a registrant creating and storing a wish list in an online gift registry, b) buyers 
purchasing items online on behalf of a registrant from a list stored in the online 
gift registry, and c) extensive use of communication and computer technology to 
help a registrant create a buy list for buyers to use on behalf of the registrant, but 
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does not specifically disclose creating an access mechanism that notifies 
selected buyers of the existence of one or more of the wish list. Robertson 
teaches an online gift registry and notification method to registrants and buyers, 
registrants creating wish lists and buyer distribution lists used to route email 
messages to the registrant's buyers, and distribution based on events (see at 
least abstract; Fig. 1, 40, 50, 60, 70); Fig. 20a-c; Fig. 25 (400); Fig. 27 (475); col. 
22, lines 14-19). Therefore it would have been obvious to one of ordinary skill in 
the art at time of the invention to modify the method of LeRoy to include 
transmitting a message to a buyer listed in a distribution list based on an event 
as taught by Robertson, in order for a buyer to be made aware that buy lists 
exists for events, and thereby attract buyers to the online gift registry service. 

LeRoy teaches all the above as noted under the 103(a) rejection and teaches 
but does not disclose associating a plurality of member identification numbers 
with one registered user. Robertson teaches all the above as noted under the 
103(a) rejection and teaches the registrant creating a distribution list containing a 
plurality of individuals associated with the registrant, and further teaches using 
email to notify each individual on a distribution list (please note examiner's 
interpretation: email address of each individual on the distribution list represents 
a number that identifies the individual) (see at least Fig. 27 (475); col. 22, lines 
14-1 9). Therefore it would have been obvious to one of ordinary skill in the art at 
time of the invention to modify the method of LeRoy to implement a distribution 
list containing individuals associated with a registrant as taught by Robertson, in 
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order to associate a plurality of individuals with a user who would be interested in 
the user's wish list, and thereby generate sales for the online service. 

17. Claims 39 and 49 are rejected under 35 USC 103(a) as being 
unpatentable over LeRoy (patent number 5,970,474) and Robertson (patent 
number 6,609,106), as applied to Claims 37 and 46, further in view of 
Official Notice (regarding well within the skill hereinafter referred to as 
"ON1"). 

LeRoy and Robertson teach all the above as noted under the 103(a) rejection 
and teach a) scanning items with a portable scanner in the physical retailer that 
stores registrant gift registry selections in the portable scanner, and b) registrants 
physically moving about a store to make selections, but do not disclose 
registering after scanning items. It would have been obvious to one of ordinary 
skill in the art at time of the invention to modify LeRoy and Robertson to disclose 
registering after scanning, since it is well within the skill to ascertain that 
accepted retail business practices allow potential gift registry registrants to 
physically collect item information in a store prior to registering, in order to allow 
a potential registrant an opportunity to determine whether the retailer's goods are 
suitable to the potential registrant. 

18. Claims 40 and 50 are rejected under 35 USC 103(a) as being 
unpatentable over LeRoy (patent number 5,970,474) and Robertson (patent 
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number 6,609,106), as applied to Claims 37 and 46, further in view of 
Official Notice (regarding well within the skill hereinafter referred to as 
"ON2"). 

LeRoy and Robertson teach all the above as noted under the 103(a) rejection 
and teaches a) an item stock number and the division (please note examiner's 
interpretation: organizational unit of a store) associated with the stock number, b) 
the system serving multiple retail locations, c) buying at a store location different 
from the store the item was scanned, but does specifically disclose determining 
or identifying the physical retailer or location. It would have been obvious to one 
of ordinary skill in the art at time of the invention to modify the method of LeRoy 
and Robertson to disclose a store location for the retailer associated with an item 
stock number, since it is well within the skill to ascertain that buyers desiring to 
purchase an item from the wish list need to know where the item can be found, 
and thereby increase sales because buyers can locate the item(s) to purchase. 

19. Claim 44 and 54 are rejected under 35 USC 103(a) as being unpatentable 
over LeRoy (patent number 5,970,474), in view of Robertson (patent 
number 6,609,106), as applied to Claims 37, and 46, further in view of 
Official Notice (regarding well within the skill hereinafter referred to as 
"ON3"). 

LeRoy and Robertson teach all the above as noted under the 103(a) rejection 
and teach a) requiring the user to use a gift registrant ID and password to access 
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a secured user profile information and wish lists, and b) buyer's accessing a 
user's wish list using the user gift registrant ID or name search (please note 
examiner's interpretation: requiring a gift registrant ID or registrant name search 
implements a level of secure access), but do not disclose requiring the buyer to 

* 

enter a password to access a private wish list. It would have been obvious to one 
of ordinary skill in the art at time of the invention to modify LeRoy and Robertson 
to disclose the buyer accessing a private wish list using a password, since it is 
well within the skill to ascertain that requiring a password is another 
implementation of secure access. 

20. Claims 45 and 57 are rejected under 35 USC 103(a) as being 

unpatentable over LeRoy (patent number 5,970,474), Robertson (patent 
number 6,609,106), and ON3 (regarding well within the skill), as applied to 
Claims 44 and 55, further in view of Official Notice (regarding well within 
the skill hereinafter referred to as "ON4"). 

LeRoy, Robertson, and ON3 teach all the above as noted under the 103(a) 
rejection and teach or suggest a) issuing an email notification to the user 
including a embedded link that takes the user directly to preferred web site 
(please note: a hyperlink) (see at least Fig. 7 (190); col. 15, lines 19-25), b) 
issuing an email to a buyer on a user's distribution list, and c) requiring a buyer to 
use a password to access a private wish list, but do not disclose embedding the 
password in a hyperlink. It would have been obvious to one of ordinary skill in the 



Application/Control Number: 10/026,247 Page 25 

Art Unit: 3625 

art at time of the invention to modify LeRoy, Robertson, and ON3 to disclose 
embedding the password in a hyperlink, since it is well within the skill to ascertain 
the service wants the notified buyer to go directly to the user's wish list in order to 
make a purchase from the wish list, and thereby provide the buyer a shopping 
convenience. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Robert M. Pond whose telephone number is 
703-605-4253. The examiner can normally be reached on 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wynn Coggins can be reached on 703-308-1344. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/Robert M. Pond 
Primary Patent Examiner 
January 7, 2005 




